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Apprrcant(s) 



Group Art Unit 



-The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address-- 
Period for Reply 

OF rs'S ™ ""^''^ ™ ^^^'"^ MONTH(S) FROM THE MAILING DATE 

' ^^"^^.^l^ ^f^^" thirty (30) days, a repfy within the statutory minimum of thirty (30) days will be considered timely 

■Failure to reply wrth,n the set or extended period for reply will, by statute, cause t^^ 
Status 

"^Responsive to communicatlon(s) filed on ^ A?^ 

□ This action Is FINAL. 



□ Since this application is in condition for allowance except for formal matters orosecution ait to th« m.ri*. i« -* • 
accordance with the practice under £. parte Quayle, 1935 C.dTi; 45^0 213 

Disposition of Claims 

^CIaim(s) LnlQ . 

7^ ' 's/are pending in the application. 

Of the above claim(s) /-4 /^/. f - . , 

^ is/are withdrawn from consideration. 

□ Claim(s)^ . 

. " — ■ is/are allowed. 

X Clalm(s) 3 

~ is/are rejected. 

□ Claim(s) . 

■ is/are objected to. 

□ Claim(s)^ ^^^^^ 

' are subject to restriction or election 

Application Papers requirement. 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on_ js □ approved □ disapproved. 

□ The drawlngCs) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration Is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (aHd) 

□ Acknowledgment Is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All DSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received In Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 
*Certified copies not received; 

Attachment(s) 

□ infomiation Disclosure Statement(s). PT0.1449. Paper No(s) □ interview Summary. PTO-413 

\p Notice of Reference(s) Cited. PTO-892 n m««^ « . < 

f< ^ ' ' D Notice of Informal Patent Application, PTO-1 52 

□ Notice of Draftsperson's Patent Drawing Review. PTO-948 □ other 
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•U.S. GPO: 1998^54-457/97605 



Application/Control Number: 10/010,863 Page 2 

Art Unit: 1625 

DETAILED ACTION 

Claim 5 is under consideration in this application. 

Claims 1-4 and 6-10 are held withdrawn from consideration as being drawn to nonelected 
subject matter 37 CFR 1.142 (b). Claims 1-4 are held withdrawn because the elected compound 
is not included in the genus. Claims 1-4 are all drawn to spiro compounds. 

Election/Restriction 

Applicant's election with traverse of Group I and the compound of example 1 in Paper No. 
1 1, filed July 21, 2003 is acknowledged. The traversal is on the ground(s) that the restriction 
requirement was established to promote efficiency. This is not found persuasive because for the 
reasons clearly set forth in Paper no. 4. Further, applicants have failed to advance any cogent 
reasons as to why the claimed compounds represent one patentable invention. 

It is too burdensome for the examiner to search all of the previously noted searches in their 
respective, completely divergent, areas for the non-elected subject matter, as well, in the limited 
time provided to search one invention. 

The requirement is still deemed proper and is therefore maintained. 

Claim Rejections - 35 USC 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claim 5 is rejected under 35 U.S. C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 5 lacks antecedent basis because the compound lacks a spiro group. 
Dodey et al. (US 6,21 1,181) is cited as showing the state-of-the-art. 



Allowable Subject Matter 
Claim 5 would be allowable if rewritten to overcome the rejection(s) under 35 U.S.C. 
1 12, second paragraph, set forth in this Office action and to include all of the limitations of the 
base claim and any intervening claims and if limited to the elected subject matter. 

Conclusion 

Any inquiry concerning this communication or earlier communications fi-om the examiner 
should be directed to Ms. Morris whose telephone number is (703) 308-4533. 
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